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REMARKS 

The foregoing amendment and the following arguments are provided generally to impart 
precision to the claims, by more particularly pointing out the invention, rather than to avoid prior 
art. 

Claims 1-5 and 8-35 were rejected. Claims 1-2, 5, 8, 12, 14-17, 24, 26-29, and 31 have 
been amended. New claims 36-58 have been added. Claims 1-5, 8-12, 14-17, 24, 26-29, 31, and 
35-58 are pending. 

Rejections Under 35 U.S.C. £ 103(a) 

Claims 1-5, 8-15 and 17-35 were rejected under 35 U.S.C. §103(a) as being unpatentable 
over U.S. Patent No. 5,937,390 (hereinafter "Hyodo") in view of U.S. Patent Application 
Publication No. 2003/0220866 (hereinafter "Pisaris-Henderson") or U.S. Patent Application 
Publication No. 2003/0046161 (hereinafter "Kamangar"). 

Claim 16 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Hyodo in 
view of Pisaris-Henderson or Kamangar, and further in view of U.S. Patent Application No. 
2002/0095331 (hereinafter "Osman"). 

The Office Action asserted that "The combination teaches assigning a telephone number 
to an advertiser and being able to bill the advertiser for the advertisement in response to the 
telephone calls or communications (a plurality of telephone calls) to the telephone number" 
(Page 9, the paragraph above the heading "Conclusion", Office Action mailed July 27, 2005). 
Applicant respectfully disagrees. 

"To support the conclusion that the claimed invention is directed to obvious 
subject matter, either the references must expressly or impliedly suggest the claimed 
invention or the examiner must present a convincing line of reasoning as to why the 
artisan would have found the claimed invention to have been obvious in light of the 
teachings of the references." Ex parte Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & Inter. 
1985). 
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To establish a prima facie case of obviousness, the Office Action asserted that 

"it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to incorporate the teaching of either Pisaris or Kamanger 
into that of Hyodo thus making it possible for service provider to determine 
marketability data associated with one's product, find means to maximize revenue 
based on data and from the point of view of a telephone company, attracting more 
advertisers to use telephone services based on the provided service including 
usage analysis data" (Page 9, the fourth paragraph, Office Action mailed July 27, 
2005). 

However, the motivations asserted for the combination suggested in the Office Action do 
not logically lead to a combination that would have included all of the limitations of the pending 
independent claim 1, 8, 17, 40, 42, 45, 48, or 58. 

For example, claim 1 recites: 

1 . (Currently Amended) A method, comprising: 

assigning a real-time communication reference to be included in an 

advertisement, the real-time communication reference to be used to 

communicate with an advertiser; 
monitoring communications to the communication reference; and 
billing the advertiser for the advertisement in response to the 

communications. 

The Office Action, for example, admitted that "according to Hyodo, an advertiser can be 
billed for telephone calls made to the unique number but fails to teach in detail the billing model 
or mechanism." In Hyodo, "the provider bills the advertiser for the telephone charges assessed 
by the telephone company" (Col. 4, lines 54-55, Hyodo). It is clear that the system of Hyodo 
does not bill "the advertiser for the advertisement in response to the communications". As 
pointed out by the Examiner in the Office Action, the system of Hyodo bills an advertiser for 
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telephone calls, which is clearly different from "billing the advertiser for the advertisement in 
response to the communications". 

The motivations to combine, as asserted in the Office Action, do not present a convincing 
line of reasoning as to why the artisan would have modify Hyodo in a specific way to bill "the 
advertiser for the advertisement in response to the communications". 

For example, Kamangar (e.g., page 1, paragraphs [0013] - [0014]; page 4, paragraphs 
[0044] - [0046]) shows the ad price information which 

"may be based on (a) an amount an advertiser has agreed to pay each time 
the ad is rendered , (b) an amount an advertiser has agreed to pay each time the ad 
is rendered and selected , (c) an average over time of the amount the advertiser has 
agreed to pay each time the ad is rendered and selected , (d) an amount the 
advertiser has agreed to pay each time the ad is rendered and a conversion, 
associated with the ad, occurs , (e) cost per selection information, (f) an average of 
cost per selection information over a period of time, etc." (paragraph [0013], 
Kamangar). 

From the description of Kamangar, it is seen that the price information of Kamangar may be 
based on rendering and/or based on the selection of the ad. However, Kamangar does not teach 
"billing the advertiser for the advertisement in response to the communications". Thus, even if 
Hyodo and Kamangar were combined in certain fashion, the element of "billing the advertiser 
for the advertisement in response to the communications" is absent from the combination. Thus, 
claim 1 is patentable over Hyodo in view of Kamangar. 

Pisaris-Henderson describes systems and methods to distribute biddable ads (e.g., 
Figures; paragraph [0033]; page 1; etc.). Without admitting the propriety of the 
motivations to combine that were suggested in the Office Action, the motivations to 
"determine marketability data associated with one's product, find means to maximize 
revenue based on data and from the point of view of a telephone company, attracting 
more advertisers to use telephone services based on the provided service including usage 
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analysis data" does not logically lead to one to modify Hyodo to provide "billing the 
advertiser for the advertisement in response to the communications". 

Since "a convincing line of reasoning as to why the artisan would have found the 
claimed invention to have been obvious in light of the teachings of the references" is 
absent, any combination would have been based on the impermissible hindsight vision 
afforded by the claimed invention. 

Furthermore, the Office Action did not specify a specific combination that would 
have a reasonable expectation of success. Without a specific combination, the teachings 
of Hyodo, Kamangar and Pisaris-Henderson can only be viewed as alternative choices. 

Further, Pisaris-Henderson and Kamangar were filed a few years after Hyodo issued in 
1999. A few years after Hyodo was published, the lack of description in Pisaris-Henderson and 
in Kamangar which would anticipate the pending claims is an indication of non-obviousness. 

Thus, Applicant respectfully submits that, without the benefit of impermissible hindsight 
vision afforded by the claimed invention, one of ordinary skill in the art at the time the invention 
was made would not have found it obvious to combine the teaching of Hyodo with that of either 
Kamangar or Pisaris-Henderson to arrive at an invention as claimed. 

Similarly, independent claims 8, 17, 40, 42, 45, 48, and 58 recite limitations such as u a 
fourth unit to bill the advertiser for the advertisement in response to the communications", 
"billing the advertiser for the advertisement in response to the communications", "billing the 
advertisers for their advertisements in response to the communications", "billing the first 
advertiser for the first advertisement in response to communications to the first communication 
reference; and billing the second advertiser for the second advertisement in response to 
communications to the second communication reference", etc. Thus, at least for reasons 
similarly to those discussed above, the cited references do not render independent claims 1, 8, 
17, 40, 42, 45, 48, and 58 obvious. 

Further, claim 51 recites: "providing the advertisement on a media channel selected by 
the advertiser". The cited references do not show such a feature. 
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In rejecting claims 16, the Office Action asserted that "Periodic fee, for example, 
(monthly rate), instead of billing for very communication, would be charged a provider a fee for 
a period of time thus it does not matter how many times a call is made to the provider within that 
time frame" (the last paragraph on page 8, the Office Action mailed on July 27, 2005). 
Applicant respectfully submits that such a periodic fee is very different from what is recited in 
pending claims. Since claim 16 recites "the third unit is configured to not bill for repeat 
telephone calls made from a same telephone to the telephone number, within a predefined 
period" and "a third unit to monitor communications to the communication reference" (through 
its base claim 8). Charging a "periodic fee" does not need a unit to "monitor communications". 

Further, for example, claim 57 recites "avoiding billing the advertiser for repeat 
telephone calls made within a predefined period from a same telephone number". Further, claim 
57 includes the limitation of "monitoring communications to the communication reference; and 
billing the advertiser for the advertisement in response to the communications" from the base 
claim 48 through claim dependency. The periodic fee does not satisfy both the limitations of 
claim 57. The periodic fee (e.g., monthly rate) is not charged in response to "a communication 
via the communication reference". For example, charging a periodic fee does not involve 
monitoring telephone calls. Thus, claim 57 is patentable over the cited references. 

Thus, at least for the above reasons, applicant respectfully submits that the current 
pending claims are patentable over the cited references. 
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CONCLUSION 



It is respectfully submitted that all of the Examiner's objections have been successfully 
traversed and that the application is now in order for allowance. Accordingly, reconsideration of 
the application and allowance thereof is courteously solicited. 



Greenberg Traurig, LLP 

Customer Number 56188 

1900 University Avenue, Fifth Floor 

East Palo Alto, CA 94303 

Phone: (650)328-8500 

Fax: (650)328-8508 

E-Mail: wangl@gtlaw.com 



Respectfully submitted, 
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